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SUPPLEMENT - ASIA-PACIFIC IP FOCUS 200idonesia: Supreme Court
strengthens protection for well-known marks

01 Oct 2007

The Indonesian Supreme Court recently declared Prestone to be a well-known mark. The case should give
much-needed confidence to foreign investorsin the country, say Gladys Mirandah and Saritha Bhanu of
Patrick Mirandah Co

The enforcement of IP rights in Indonesia has takpositive turn with the Supreme Court being pregdo
overturn decisions of the Commercial Court thatvarengly decided and thereby protect the ownel® afghts,
including foreigners. This was demonstrated incginé case between Prestone Products Corporatianit, af WS
multinational Honeywell International consumer protd group (the plaintiff) and PT Teguh Mulia Peraamd
Negrat Kwando (the defendants). The case viasstone v Prestop (014K/N/HaK1/2007). This is a positive
development in improving the investment climaténdonesia given that foreign investors have alwagen
concerned about the enforcement of their IP rigtdpgecially against local parties.

The dispute

Prestone had initially applied to register the tradek Prestone in 1988 in class 1, which was sulesgiyu
granted. It then proceeded to file for the regt&iraof the trade mark in classes 2, 3 and 4 whiele also
granted. They have also applied for various Prededmeds to be registered as trade marks in cldssesl 4.
These are pending.

It has to be noted that the Prestone trade markéws used in Indonesia in respect of brake flaidshydraulics
brake fluids since 1986 and has since developeguatation as a leading brand for that range ofyortsddue to
Prestone’s marketing efforts. It can be said toreaf the leading brands for this product rangedonesia.

It then came to the knowledge of Preston that d kmapany known as PT Teguh Mulia Perdana was matket
and distributing a brand of brake oil and hydrabligke oil bearing the trade mark Prestop.

Upon further investigation, it transpired that Netgwandou had filed a trade mark application atltidonesian
Trademark Office for the trade mark Prestop in claes March 14 2005.

In addition to the issue of the visual and phonsiticilarities between Prestone’s Prestone mark laadPtestop
mark, the Prestop products initially had a labelolihas substantially similar to the original Presttabel (old
label) (see images).

Prestone (old label)
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Prestop (old label)
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Thereafter when Prestone proceeded to amend tleeoftiys label used in respect of brake and hyliranils, PT
Teguh Mulia also proceeded to change their ladgk Suggests that the defendant intended to cogstétre’s
trade mark and their label as it had a signifiecaputation in Indonesia as regards to brake andaajid oils. The
defendant’s actions would thereby infringe the ¢rathrk rights of Prestone, and mislead and causesion to
the Indonesian consumer.

Prestone (new label)
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Prestop (new label)
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Prestop's application is opposed

As stated above, Nengrat had filed a trade markagipn for Prestop in class 1 for the goods faraite fluid,
radiator coolant, carburetor cleaner, lubricantdiitives, chemical or industry, glue for indusipe glue,
rubber glue, leather glue, accu liquid, accu zand;crust chemicals, motor bike oil additivesyigdrant gas
preparations”.

What occurred at the Indonesian Trade Mark Offies that despite t plaintiff’s prior registration no. 419250
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class 1 for the trade mark Prest (dated November 25 1988) in respec” preparations/mixtures for determin
and preventing freezing in fuel channels, and pagmms/mixtures for use in heat transferring agoptes in order
to prevent freezing and boiling of water, for extipgl water and cleaning,” the Indonesian Tradentaffice
allowed the application for Prestop in class 1 tacped to acceptance. This application was subs#éguen
published in the Official Gazette on July 26 2007.

This acceptance for registration had a dispropoati® and unforeseen impact on the plaintiff inGloenmercial
Court, as discussed below.

Upon the acceptance for registration, the plaietiércised its right to oppose the applicationrasiged by
Indonesian law and proceeded to file an oppostiigainst the Prestop trade mark application. This lodishe
opposition was the similarity of the Prestop markhte plaintiff's Prestone mark, which had a priagis¢ration in
class 1.

Prestone takes legal action

Prestone then filed a claim for trade mark infringeirin the Jakarta Commercial Court against PT fiddulia
Perdana and Negrat Kwandou on November 10 2006.

The plaintiff claimed that it was the registeredn@wvapplicant and the rightful proprietor of thetldde marks of
Prestone and Prestone labels in Indonesia in clas2e$8 and 4.

Prestone was not only the plaintiff's trade markwas also the name of the plaintiff company, whics
established in 1986 in Indonesia. The plaintifiréiere claimed it was theghtful proprietor of the Prestone me

The plaintiff had also been using its Prestone neatknsively and continuously in relation to brakel hydraulic
oils and had spent substantial amount of time aoday in promoting the products bearing the Prestoark. As
a result of this, the plaintiff claimed that the tome marks became well known throughout Indoreasia
acquired goodwill and reputation.

The plaintiff also claimed that the trade mark Ryestis a well-known mark in Indonesia and was lextito
protection under Indonesian laws applying Artidiéstof the Paris Convention and Articles 6(2) of TidPs
Agreement.

The plaintiff also claimed that the defendantshmirtconduct in changing the label following thaiptiff's
decision to change its own label showed an intartticcopy the plaintiff's trade mark and ride asgobodwill.

The defendants’ defence was based on the grouhthifiatrade mark application in class 1 had been
substantively examined by the Indonesian Trader@diike which approved their mark Prestop. The usinef
mark Prestop therefore does constitute an infringgtimiethe mark Prestone. In response, the plaisifbsition
was that the mere fact that the trade mark waspéeddor registration was not conclusive since Gjitjmm
proceedings were still pending, and it was cleat the plaintiff had a prior similar mark on thedgrger.

The Commercial Court's decision

Upon submissions being made, the plaintiff's regteeshe Commercial Court to declare that the dedéert's
mark was infringing was rejected. The grounds ef@mmmercial Court’s decision was that the tradekma
Prestop had overcome the substantial examinatige stizthe Indonesian Trademark Office and that the
Trademark Office did not consider any existencsimiilarities between the trade marks Prestop anst@re.

Based on the above reasoning, the Commercial Gmumt the plaintiff's claims to be premature andréfore
declined the trade mark infringement suit againstdefendants.

However, a number of lawyers believed that the Cenaial Court’'sreasoning was jurisprudentially wrong on
grounds that the judges made a fundamental erffailing to make their own decision on whether tharkswere
substantially similar or not and relied insteadtom examination of the Trademark Office beforedpposition
process was even completed. In any event the Cooeth@ourt should have made its own finding onitsele of
similarity and infringement.

Appeal to the Supreme Court
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The plaintiff then appealed against the decisiothefCommercial Court. The appeal process in Insiarie such
that the appeal to the Supreme Court against a Cotrah€ourt decision is filed at the Commercial @atself.

The procedure is that within 14 days from the issezof the decision of the Commercial Court, thamiff is
required to submit their notice to appeal alongwaitpower of attorney at the Commercial Court. €aéer,
within the following seven days, the plaintiff isquired to submit a memorandum of appeal contaitiiag
grounds of appeal showing errors in the judgmemtih@fCommercial Court.

Upon submission of all papers in connection with dppeal, the Commercial Court will forward theecssthe
Supreme Court for their deliberation. The SupremerCwill examine the case and will usually isswgedecision
within the next 90 days.

The Supreme Court's decision

In this case the Supreme Court found that the CawiaieCourt had incorrectly applied the law andided the

case based on the findings of the Indonesian Trade@iffice during the examination of the trade markstop.
It was directed that the Commercial Court shoulehassessed the similarities between Prestop astbReen

relation to the trade mark infringement actionediby the defendants.

On comparison of the trade marks, the Supreme Goumd that Prestop had substantial similaritieBriestone
and upon considering the evidence put forward kypthintiff, the Supreme Court decided that Prestap h
similarities in line with the composition of colquype of font, packaging and phonetic similarifieshe
pronunciation of the marks whereby the prefix Pregs the dominant element for both the marks wioln
products Prestop and Prestone are goods of the sssoepdion and sold through the same channels.

The Supreme Court accepted the fact that the trade mark Prestone isindeed a well-known mark and declared this
in itsjudgment.

The Supreme Court therefore felt that there werkcserfit grounds to allow the appeal and in additieclared
that the defendants were infringing the plaintitfade mark and were ordered to stop producingketiaig and
distributing the infringing Prestop products. Theu@ said that if they failed to do so a penaltyrRgfLO million
($1,065) each day would be awarded to the plaintiff

It is therefore important that trade mark and otReowners in Indonesia enforce their rights, beeauish
determination and able counsel the courts arengilid see that justice is done and a fair resultocaur.
However, some stamina and determination is needealuse the matter may not initially proceed as erpe

Gladys MIRANDAH

Gladys Mirandah is admitted to practice in Singap&regland and Wales, and Brunei. She brings
with her 30 years of IP experience in Asia. Shedgector ofpmc Singapore, Malaysia and
Indonesia and senior partner of law firm gladysamitah co. She is also a registered patent agent in
Singapore.

:She is an active member of INTA and has also participateéveral international forums, including being a
guest speaker for the Shanghai International Symposh&apan group of APAA, the Customs
Intellectual Property Information Center (CIPIC), the itust of Trademark and Patent Attorneys of
Australia (IPTA) and the Bayerische Patentanwaltsvereinunith.

Her publication credits include contributionsl tbellectual Property Protection in Asia (edited by Arthur Wineburg),
Worldwide Trade Secrets Law (edited by Terence F MacLaren), Managing Intellectual Projatgnt and Design
Yearbook,Trade Mark Yearbook anc IP Litigation Yearbook. She has for several years contrib regularly toManaging
Intellectual Property for theMIP Week and international briefing columns. Gladys Mirandah ishenadvisory board of the
World Intellectual Property Report (BNA) for Singapore, Indonesia, Vietham and India. Shedso appointed as the
country correspondent covering the ASEAN region for MARQUE

Gladys is based in the Singapore office of pmc and oveitsegserations in Indonesia, Vietnam and works closetl ité
Indian affiliate office.

Saritha BHANU
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Saritha Bhanu hails from a family of lawyers and keoclosely with Gladys Mirandah on
contentious matters covering Malaysia and Indon&ia has excellent investigative skills which
have been an asset in her work in the litigatiopadginent. She has considerable experience in
opposition action and cancellation procedures amidinates such cases in Asia fionc
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